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REMARKS 

In tlie Office Action mailed May 24, 2004» the Examiner rejected claims H and 23 under 
35 U.S.C. §112, second paragr^h. The Examiner next rejected claim 1 under 35 U.S.C. §102(b) 
as being anticipated by Hubc et al, (USP 5,442,541). Claims 3, 9-10, 12, and 14-16 stand rejected 
under 35 U.S.C. §103 (a) as being unpatentable over Ilube et al. Claims 2, 4-5, 8, 17-19, and 21- 
23 were rejected under 35 U.S.C. § 103(a) as bdng xmpatentable over Hube et al. in view of 
Moella- (USr6,694,384). Claim 6 was rejected under 35 U.S,C. §103(a) as being unpatentable 
over Uube et al. in view of Moeller, and further in view of Duncan Jr. (USP 5,259,029). 'llie 
Examiner rejected claim 1 1 under 35 U.S.C § 103(a) as being unpatentable over Hube et al. in 
view of Duncan Jr and rejected claim 7 under 35 U.S.C. § 103(a) as being unpatentable over Hube 
et al. in view of Moeller, and further in view of Amini et al. (USP 6,698,021). Claim 20 was 
rejected under 35 U,S.C. §103(a) as bdng unpatentable over Uube et al. in view of Moeller, and 
further in view of Applicant's Admitted Prior Art (AAPA). Claims 13, 24-25, and 28 stand 
rejected under 35 U.S.C. §103(a) as being obvious over Ilube et al. in view of AAPA, Claims 
26-27 and 29 were rejected under 35 U.S.C. § 103(a) as being unpatentable over Hube et al. in 
view of AAPA, and further in view of Moeller et al. 

The Examiner rejected claim 8 under 35 U.S.C. §112, second paragr^h, for 
insxifBcicnlly providing antecedent basis for **the software key." Applicant has amended claim 8 
to depend from claim 2 to provide antecedent basis. 

The Examiner also rejected claim 23 under 35 U.S.C. §112, second paragraph, for 
insuflicicnlly providing antecedent basis for '^vherein the." Applicant has amended claim 23 to 
call for the computer data signal of claim 1 7 wherein the GUT is configured to allow selection of 
one of a trial use period, a limited use period, a pay-pcr-usc period, and an indefinite use period 
for the inactive option. 

By these amend:nents to claims 8 and 23, Applicant believes these claims comply with 
the statutory provisions of 35 U.S.C. §112 and, thus, are in condition for allowance. 

The Examiner rejected claim 1 under 35 U.S.C. § 102(b) as being anticipated by Hube et 
al. Applicant has amended claim 1 lo incorporate the subject matter of claim 7. While the 
subject matter of claim 7 was not indicated as allowable, it is believed tliat Hube et al. fails to 
teach that called for in amended claim 1 . 

Regarding amended claim 1, the Examiner rejected that called for in claim 7 under 35 
U.S.C. § 103(a) as being uiqjalOTtable over Uube et al. in view of Moeller, and fiirther in view of 
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Amini ct aJ, In setting forth the rejection of claim 7, the Examiner concluded that "[a]s for the 
transmission of the software key being via a private commxmication interface, such that ihc 
private communication interface electronically connects the centralized facility to the device, 
Hube-MocUcr is silent on such diffcrcnl communication interfaces for transmission." Oflice 
Action, p. 19. The Examiner further stated that "Amini discloses a means of public and private 
communication interfaces for transmission of data for the enablement of monitoring..,." Id. 

Applicant does not disput the Examiner that Hubc a al. and Moeller et al. fail to teach or 
suggest different communication inter&ces for transndssion. Hube et al, teaches "[a] 
cofnmunicatton modem 1 82 [that] is provided for machine 30 at ihc machine site, modem 1 82 
serving to connect line 1 75 to machine 30 for transmittal of the machine physical data from 
machine 30 to the remote host 157 and reconfiguration data from remote host 157 to machine 
30.** Col. 10, Ins. 39-44. Hube et al. further teaches "[a] commiuiication modran 182 is provided 
for machine 30 al the machine site, modem 1 82 serving to connect line 175 to machine 30 for 
transmittal of Ihc machine physical data from tnachine 30 to the remote host 157 and 
reconfiguration data from remote host 157 to machine 30." CoU 1 0, Ins. 44-48. Hube et al. does 
not differentiate between private and public communications between machine 30 and the remote 
host 157. The cited reference simply teaches a single communication between machine 30 and 
the remote host 157. Hube et al. fails to teach or suggest that an electronic request is transmitted 
via a p ublic communication interface and that a software key is transmitted via a private 
communication interface. Additionally, Hube et al. fails to teach that a private commimication 
interface electronically connects the centralized fecility to the device. 

The Examiner combmed Moeller et al. with Hubc ct al. in making the rejection of claim 
7. Moeller et al. teaches that a "seamier company can install changes into any one or all of the 
software layers via a system cotifiguration port 30 operatively connected via the Internet 20 or a 
download application 25 to the scanning PC workstation (PC) 10." Col. 3, Ins, 59-63. A user 
"receives an access key or access code 1 40 to enter into the scanner for the scanner to configure 
itself by enable the features selected, and disabling the unselected features when necessary." Col. 
4, his. 41-45, Moeller further teaches that "[t]he access key 140 is entered into the limited feature 
scanner 50 cither by the user via an alpfmnumeric keypad on the scann^ or via the workstation 
keypad, or by sending a code or file of information to be loaded into the PC workstation." Col. 4, 
Ins. 46-50. In particular, Moeller et al. clearly teaches that the system configuration port 30 is 
connected to ihc scanning PC workstation 1 0 ~ not to the device h avin g features to be enabled . 
Additionally. Moeller et al. fails to teach or suggest that an electronic request is transmitted via a 
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public communication interface and that transmission of a software key is via a private 
communication interface, such tliat the private communication interface electronically connects 
the centralized facility to the device as called tor in amended claim L 

The third lefercnce relied upon by the Examiner in the rejection of claim 7, Amini et al,, 
"relates to video surveillance and monitoring systems, and more particularly^ to video 
surveillance and monitoring systOTis that ston:s video image data in an off-site storage site." Col. 
1, Ins. 8-11. Amini et aL teaches that a "video surveillance and monitoring environment 300 
includes a client site 310, a viewing site 320* and an off-silc storage site 330," Col. 4, Jns. 58-60. 
Amini et al, further teaches that "communication between client workstation 322 and oIT-silc 
server 332 is operative over public Internet 350.** Col. 5, Ins. 23-25. Security cameras 312 
included in client site 310 "acquire video image data for transmission to o£f-sitc storage site 330 
via a private network 340." Col. 4, Ins. 60-63. 

According to the Examiner, **[i]t would have been obvious to one of ordinary skill in the 
art to combine the teachings of Amini witli the Hube-Moeller combination because it would have 
provided flexibility of enabling the selected options as well as adding security to the 
communication of the software key.** Applicant respectfully disagrees. 

MPEP §2142 stau:s that "[t]hc burden of establishing a prima facie case of obviousness 
falls on the Examiner." Obviousness cannot be established by combining the teachings of the 
prior ait to produce the claimed invention absent some teaching or suggestion supporting the 
combination. ACS Hospital Systems, Inc. v. Monlcfiore Hospital, 732 F,2d 1572, 1577, 221 
U.S.P.Q. 929, 933 (Fed. Cir. 1984). Accordingly, to establish a prima facie case, the Examiner 
must not only show that the combination includes each and every element of the claimed 
invention, but also provide *''a convincing line of reasoning as to why the artisan would have 
fomid the claimed invention to have been obvious in light of the teachings of the references," Ex 
parte Clapp, 227 USPQ 972, 973 (Bd. Pat. App, & Inter. 1985). That is, "[ojbviousncss can only 
be established by combining or modifying the teachings of the prior art to produce the claimed 
invention where there is some teaching, suggestion, or motivation to do so found cither explicitly 
or implicitly in the references themselves or in the knowledge generally available to one of 
ordinary skill in the art." MPEP §21 43.0 L 'The fact that references can be combined or 
modified is not sufTicient to establish prima fecie obviousness." Id. When prior art refCTences 
require a selected combination to render obvious a subsequent invention, there must be some 
reason for the combination other than the hindsight gained from the invention itself, i.e., 
something in the prior art as a whole must suggest the desirability, and thus the obviousness, of 
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making the combination. Uniroyal Inc. v. Rudldn-Wilcy Corp., 837 F.2d J 044, 5 U.S.P,Q.2d 
1434 (Fed. Cir. 1988). 

Applicant believes that a prima facie case of obviousness has not been established and 
one cannot be made based on the art of record. To establish a prima &cie case of obviousness, 
there must be some suggestion or motivation, either in the references themselves or in the 
knowledge generally available to one of oniinary skill in the art, to modify the reference or to 
combine reference teachings. MPEP §2143 

>^plicanl bcUcvcs that a prima facie case of obvioiisness cannot be made based on the art 
of record because the references arc directed to very different puxposes and there is no motivation 
to combine these references in a way done so by Ihc Examiner, other than Applicant's own 
teaching. In short, the Examiner has not estabh&hcd the criteria required to sustain an 
obviousness rejection under MPHl* §2143. 

MPEP §2141 further states *the references must be viewed without the benefit of 
impermissible hindsight vision afforded by the claimed invention Simply, "one cannot use 
hindsight reconstruction to pick and choose among isolated disclosures in the prior art to 
deprecate the claimed invention.'' (Tn re Fritch, 972 F.2d 1260, 23 USPQ 2d, 1780, 1784 (Fed. 
Cir. 1992) citing Tn Re Fine, 837 F,2d, 1071, 1075, 5 USPQ 2d, 1596, 1600 (Fed. Cir. 1988)). It 
is apparent tbat the Fjcaminer has combined the references to form the rejection solely using tl^ 
hindsight benefit of the claims and the present invention. That is, the Examiner has combined 
Aminj et al, directed to a system for enabling real-time ofP-site video image storage, with Hube et 
al,, directed to a method of activating disabled features on a device connected to a remote 
location, and Moellcr et al., directed to a method of activating disabled features on a device not 
connected to a remote location. The Examiner has impermissibly used individual elements of 
unrelated referCTces as a guide. One skillcxl in the art of enabling disabled features on a device 
connected directly to a remote location would not look to a video surveillance and motiitoring 
system, absent the teaching of the Applicant, to incoiporate an electronic request transmitted via a 
pubhc communication interface and a software key transmission via a private communication 
inter&ce. The Examiner has used Applicant's teaching as the basis to combine the prior art. 

The Examiner has concluded that one skilled in the art would be motivated to combine 
the teachings of Ilube et al, Moeller et al., and Amini et al. in that Amini ct al.'s private 
commimication network provides flexibility of enabling the selected options as well as adding 
security to the commimication of the sofhvare key. However, the motivation 10 combine the 
references must come from the references themselves. MPEP §2143. There is no disclosure in 
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Hube ct al, or MocUcr a al. for addiAg security to the communication of the software key using 
different modes of public and private communications. Therefore, the references do not provide 
the suggestion or motivation to combine the references in the manner suggested by the Examiner. 
Additionally, assuming existence of a motivation to combine as discussed above, the references 
fail to teach each and every element of claim 1. 

As such, at least for the reasons set forth above, that which is called for in claim 1 is not 
shown or disclosed in the art of record nor do the references suggest or motivate Ihc combination 
suggested by the Examiner, Tlierefore, claim 1 and those claims that depend thcrcfinom, are 
patcniably distinct over the art of record. 

The Examiner rqcctcd claim 9 under 35 U,S,C, §103(a) as being unpatentable over Hube 
et al. Applicant has amended claim 9 to incorporate the subject matter of claim 14. Regarding 
the rejection of claim 14, the Examiner stated that "[sjuch identifying of machines in a 
communications network is well known in the ail to include entering a host ID (such as a network 
address) or ID linking a location to the device. One of ordinary skill in the art at the time of the 
applicant'^ invention would liave realized such a entering of a host ED in order for proper locating 
of the machine on the n^ork." However, amended claun 9 calls for, in part, a computer 
programmed to receive a host ID input wherein tlie host ID corresponds to a physical location of 
the device not an intangible location on a commmiications network. Hube ct al. does not teach or 
suggest to one skilled in the art that a communications network address of the device or an ID 
linking the device to an intangible location on the communications network indicates the physical 
location of the device. 

As such, at least for the reasons set forth above, that which is caQed for in claim 9 is not 
shown or disclosed in the art of record. Therefore, claim 9 and those claims that depend 
therefrom, are patcntably tUslinci over the art of record. 

ITie Examiner rejected claim 17 under 35 U.S.C. § 103(a) as being unpatentable over 
Hube et al- in view of Moeller. Applicant has amended claim 17 to incotporate the subject matter 
of claim 18 to fiirther define the present invention. Amended claim 17 calls for, in part, a 
computer data signal embodied in a carrier wave and representing a sequence of instructions 
which^ when executed by at least one processor, causes the at least one processor to display a 
GUI configured to facilitate a request over a first communication interface to enable an inactive 
option resident on a rraiote device and to transmit the code to the device over a second 
communication interface having the inactive option. As stated above, Hube et al. fails to teach or 
suggest multiple communication modes for receiving a device feature enabling request and for 
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iransmilUng code to etiable the device feature. Similarly, MocUcr et al, fails to teach or suggest 
more than one type of communication interfece for receiving an option enabling request and for 
transmitting the enabling code or transmitting the code to the device. In fact, Moeller et aL 
teaches transmitting ihc enabling key to the workstation PC 10 ~ not the device itself 

As such» at least for the reasons set forth above, that which is called for in claim 1 7 is not 
shown or disclosed in the ait of record. Therefore, claim 17 and those claims that depend 
therefrom, are believed patentably distinct Over the art of record- 

The Examiner rejected claim 24 under 35 U.S.C. §103(a) as being obvious over Hubc ct 
al, in view of Applicant's Admitted Prior Ait. Applicant has amended claim 24 to further define 
the present invention. Amended claim 24 calls for, in part, a GUI to request activation of an 
inactive software program resident in memoiy of a medical imaging scatmer remotely located 
from a centralized processing center comprising a software key generation tab, whereupon user 
selection of the software key generation tab transmits a data transmission over a public 
communication connection to the centralized processing center, and wlierein the data 
transmission r^resents a request to activate the inactive software program resident in memory of 
the medical imaging scanner over a private communication connection. Referring to that stated 
above^ Ilube et al. :&ils to teach or suggest multiple communication connections for transmitting 
ftata over a pubUc communication connection and for activating the inactive software program 
resident in memory of the medical imaging scanner over a private communication connection. 
Similarly;^ AppUcant's Admitted Prior Art fails to teach or suggest multiple communication 
connections for transmitting data over a public communication connection and for activating the 
inactive software program resident in memory of the medical imaging scanner over a private 
communication connection. 

As such, at least for the reasons set forth above, that which is called for in claim 24 is not 
shown or disclosed in the art of record. Ihereforc, claim 24 and those claims that depend 
Ihcrclrom, are believed patentably distinct over the art of record. 

Applicant has canceled claims 7, 14, and 18 and presents claims 30 and 31 as new claims 
hwcin. Claims 30 and 31 depend from claims 9 and 17, respectively. Applicant believes that 
claims 30 and 31 arc patentably distinct over the art of record pursuant to at least the chain of 
dependency. 

ThCTefoic, in light of at least the foregoing. Applicant respectfully believes that tlie 
present application is in condition for allowance. As a result, Apphcant respectftjJly requests 
timely issuance of a Notice of Allowance for claims 1-6, 8-13, 15-17, and 19-31. 
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Applicant appreciates the ExaniinCT^s consideration of these Amendments and Remarks 
and cordially invites the Examiner to call the undei3igned» should the Examiner consider any 
matters unresolved. 



Dated: August 24, 2004 

Attorney Docket No.: GEMS808L08I 

P.O. ADDRESS: 

Ziolkowski Patent Solutions Group, LT-C 
14135 North Ccdaiburg ROad 
Mequon,WI 53097-1416 
262-376-5170 




Direct Dial 262-376-5016 
jmwrg).2pspatents.com 
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